AMENDMENT UNDER 37 C.F.R. §1.111 Attorney Docket No. : Q77644 

Application No.: 10/669,653 

REMARKS 

Applicants thank the Examiner for acknowledging Applicants' claim to foreign priority 
under 35 U.S.C. § 119, and receipt of the priority document filed September 25, 2003; and for 
initialing and returning the PTO SB/08 Form submitted with the Information Disclosure 
Statement of September 25 , 2003 . 

Applicants respectfully request that the Examiner indicate acceptance of the drawings 
filed on September 25, 2003 in the next PTO communication. 
Request for Information 

In regards to Examiner's Request for Information, Applicants include the English 
translations for both claims of JP 10-034768 and JP 08-309322 and circled portions of the 
applications which correspond to the claims. These documents correspond to references 
considered in the IDS dated September 25, 2003. 

Japanese patent application 2002-285528 is the basis for priority claim of Japanese 
patent application 2003-333370. Both of these Japanese patent applications are considered 
to be withdrawn. 
Claim Objections 

Claims 1-4 are objected to because of alleged informalities. Applicants have 
amended claim 1 in a manner believed to overcome the alleged informalities and in a manner 
that is not believed to affect the scope of the claim in any way, and thus it is believed no 
estoppel is implicated by the amendment to overcome the alleged informalities. 
Claim Rejections -35 U.S.C. $112 
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Claims 1-4 has been rejected under 35 U.S.C. § 1 12 second paragraph, as allegedly being 
indefinite. Specifically, the Examiner alleges that "an image" and "image data" have antecedent 
basis in "an original image" and "corrected image" respectively. 

Applicants respectfully submit that "an image" refers to a visual image and "image data" 
refers to a signal representation of the visual image. Thus, Applicants respectfully submit that 
the terminology used in the independent claim is sufficiently clear. Though the Examiner 
contends that the recording section recitation makes no sense, Applicants respectfully submit that 
the recording section outputs alternative types of information (images or image data representing 
the images) in corrected or uncorrected form onto first and second media. The types of 
information can represent either corrected or original data as represented in FIGS. 5 and 6, for 
example, outputs of image recording sections 193, 197. Thus the claims meet all requirements of 
35 U.S.C. § 112 second paragraph. 
Claim Rejections -35 U.S.C. § 102 

Claims 1-3 are rejected under 35 U.S.C. 102(e) as being anticipated by White et al. (U.S. 
7,035,462 hereafter "White"). Applicants respectfully traverse these rejections. 

Regarding claim 1 

Features of claim 1 recite, in part: 

an image recording section that records the corrected image subjected to 
the correcting processing in the image correcting section onto a first external 
media fox recording an image in a form of either one of an image recording on a 
visual basis and a recording of image data, and records either one of a set of 
image and information capable of reproducing the original image and the original 
image onto a second external media for recording an image in form of either one 
of an image recording on a visual basis and a recording of image data. 

The Examiner maintains that these features are disclosed by White. Applicants respectfully 

submit that this position is not supportable. 
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The Examiner asserts that the "pixel information can be the corrected pixel information 
and/or the pixel information previous to being corrected" of White (col. 14, lines 13-14), as 
allegedly disclosing the recording of "corrected image" and "original image" to "first external 
media" and "a second external media" of the claimed invention. The "pixel information" as it 
pertains to White, however, refers to software code. In particular, the Examiner's citation to col. 
14 teaches metadata stored with the pixel data, which at best implicates storage to a single 
medium. The White reference does not disclose or suggest that "pixel information" is a form of 
second external media or is stored to a second media. Since the Examiner has not established 
that the applied reference includes each and every feature of the claimed invention, the White 
reference is not properly a § 102 reference. Thus, claim 1 should be patentable over the applied 
art. 

Accordingly, claims 2-4 should be patentable at least by virtue of their dependency from 
claim 1. 

Claim Rejections -35 U.S.C. § 103 

Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over White. 

A feature of claim 4 recites: 

the image recording section records the corrected image into a first 
photographic print, and records at least either one of the set of image and 
information and the original image into a second photographic print. 

The Examiner maintains that this feature is disclosed by one of ordinary skill in the art utilizing 

the invention of White. Applicants respectfully submit that this position is not supportable. 

Applicants respectfully submit that the Examiner has viewed the White reference with the 

benefit of hindsight vision afforded by the claimed invention and created an unsubstantiated 

rejection regarding the first and second photographic print. White does not teach or suggest 
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photographic prints of both the corrected image, and the set of image and information or the 
original image. Thus, White does not disclose or teach, "the image recording section records the 
corrected image into a first photographic print, and records at least either one of the set of image 
and information and the original image into a second photographic print" of the claimed 
invention. 
Conclusion 

In view of the above, reconsideration and allowance of this application are now believed 
to be in order, and such actions are hereby solicited. If any points remain in issue which the 
Examiner feels may be best resolved through a personal or telephone interview, the Examiner is 
kindly requested to contact the undersigned at the telephone number listed below. 

Applicant herewith petitions the Director of the USPTO to extend the time for reply to 
the above-identified Office Action for an appropriate length of time if necessary. Unless a check 
is attached, any fee due under 37 U.S.C. § 1.17(a) is being paid via the USPTO Electronic Filing 
System (EFS). The USPTO is also directed and authorized to charge all required fees, except for 
the Issue Fee and the Publication Fee, to Deposit Account No. 19-4880. Please also credit any 
overpayments to said Deposit Account. 



Respectfully submitted, 




SUGHRUE MION, PLLC 
Telephone: (202) 293-7060 
Facsimile: (202) 293-7860 



Theodore C. Shih 
Registration No. 60,645 



23373 



CUSTOMER NUMBER 



Date: January 14, 2008 
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Japanese Patent Application Publication No. 1998-150538 
EXTRACT 

[Claim 1] 

A method of outputting a photographic image comprising 
the steps of: 

sequentially reading a plurality of photographic frame 
images recorded on a photographic film that is photographed and 
developed, by means of a film scanner with an automatic 
film-feeding function, and thereby obtaining a plurality of image 
data; and 

outputting by printing the plurality of image data by means 
of a printer and by recording the plurality of image data as 
a file in a predetermined storage media. 

[Claim 2] 

The method of outputting a photographic image according 
to claim 1, wherein the reading is applied only to a desired 
frame image of the photographic frame images recorded on the 
photographic film. 

[Claim 3] 

The method of outputting a photographic image according 
to claim 1 or claim 2, wherein image data that is obtained by 
one-time reading by means of the film scanner is output by printing 
and recording as a file. 

[Claim 4] 

The method of outputting a photographic image according 



1 



0 8-0 1 -08 ;01:52PM;^ilMMf 



7^1- (US) 



;03 5403 7760 



# 3/10 



Japanese Patent Application Publication No. 1998-15Q538 

to claim 3, wherein the printing and the recording as a file 
of each of the image data are simultaneously performed, 

[Claim 5] 

The method of outputting a photographic image according 
to claim 3, wherein the printing and the recording as a file 
of each of the image data are alternately performed. 

[Claim 6] 

The method of outputting a photographic image according 
to claim 1 or claim 2, wherein image data read by film-feeding 
in one direction by means of the film scanner is output by being 
printed, while image data read by film-feeding in the direction 
opposite to the one direction is output by being recorded as 
a file. 

[Claim 7] 

The method of outputting a photographic image according 
to any of claim 1 to claim 6 , wherein the printing and the recording 
as a file are performed after the image data is subjected to 
a different image processing. 

[Claim 8] 

An apparatus of outputting a photographic image 
comprising: 

a film scanner that sequentially reads a plurality of 
photographic frame images recorded on a photographic film that 
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i$ photographed and developed while automatically feeding the 
photographic film, and thereby obtains a plurality of image data; 

a printer that outputs the plurality of image data by 
printing them as a photoprint; and 

a recoding section that is capable of outputting the image 
data by recording it as a file in a predetermined storage media 
concurrently with the printing of the image data by the printer, 
through operation in parallel with the printer. 

[Claim 9] 

The apparatus of outputting a photographic image according 
to claim 8, wherein the film scanner applies the reading only 
to a desired frame image of the photographic frames recorded 
on the photographic film. 

[Claim 10] 

The apparatus of outputting a photographic image according 
to claim 8 or claim 9, wherein image data that is obtained by 
one-time reading by means of the f ilmscanner is output by printing 
by means of the printer and by recording as a file by means of 
the recording section. 

[Claim 11] 

The apparatus of outputting a photographic image according 
to claim 10, wherein the printing and the recording as a file 
of each of the image data are simultaneously performed. 
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[Claim 1;2] 

The apparatus of outputting a photographic image according 
to claim 10, wherein the printing and the recording as a file 
of each of the image data are alternately performed. 

[Claim lb] 

The apparatus of outputting a photographic image according 
to claim|8 or claim 9, wherein image data read by film-feeding 
in one direction by means of the film scanner is output by printing 
by means j of the printer, while image data read by film-feeding 
in the direction opposite to the one direction is output by 
recording as a file by means of the recoding section. 

! 

i 

[Claim l|4] 

Th|e apparatus of outputting a photographic image according 
to any ojf claim 8 to claim 13, further comprising: 

a first image processing section that applies a first image 
processing to image data subjected to be printed by the printer; 
and 

a second image processing section that applies a second 
image processing to image data subjected to be recorded as a 
file by the recording section. 

| 

[Claim 15] 

Thje apparatus of outputting a photographic image according 
to any df claim 8 to claim 13, further comprising: 

an 1 image processing section that applies a first image 
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processing to the image data when the image data is output by 
being printed, and that applies a second image processing to 
the image data when the image data is output by being recorded 
as a file. 
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Japanese Patent Application Publication No. 1999-234514 
EXTRACT 

[Claim 1] 

A method of recording an image by an image recording 
apparatus that photoelectrically reads an image recorded on a 
film original by means of an image sensor to output digital image 
data, and performs at least one of printing an image corresponding 
to the image data and recording the image data in a storage medium, 
the method comprising: 

calculating a total amount of image data to be recorded 
in the recording medium, the recording medium including a 
plurality kinds of recording media; and 

selecting the kind of recording medium to record the image 
data based on the total amount of image data, 

[Claim 2] 

An image recording apparatus comprising: 

an image inputting section that photoelectrically reads 

an image recorded on a film original and outputs digital image 

data; 

a printer that outputs a print reproducing an image 
corresponding to the image data that is output from the image 
inputting section; 

a recording section that records the image data output 
from the image inputting section in a recording medium; and 

a data amount calculating section that calculates a total 
amount of image data to be recorded in the recording medium. 
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[Claim 3] 

The image recording apparatus according to claim 2 , wherein 
the recording section supports a plurality kinds of recording 
media, and 

the apparatus further comprises a medium selecting section 
that selects a recording medium based on the calculation result 
by the data amount calculating section. 

[Claim 4] 

The image recording apparatus according to claim 3 , wherein 
a recording medium supported by the recording section is selected 
as appropriate and registered. 

[Claim 5] 

The image recording apparatus according to any of claim 
2 to claim 4, wherein the data amount calculating section 
calculates the total amount of image data based on information 
on at least one of a frame, size of an image, and an order of 
the image data to be recorded in the recording medium. 
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